
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. | 


CONFIRMATION NO. 


09/899,237 


07/06/2001 


Florian Stengele 


3471 



7590 1 1/29/2004 

Felix J. D'Ambrosio 
JONES, TULLAR & COOPER, P.C. 
P.O. Box 2266 Eads Station 
Arlington, VA 22202 



EXAMINER 



NGUYEN, LEE 



ART UNIT 



PAPER NUMBER 



2682 

DATE MAILED: 1 1/29/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



(~)ffir*(* Art/fin Qi immarx/ 


Application No. 

09/899,237 


Applicant(s) 

STENGELE ETAL. 


Examiner 

LEE NGUYEN 


Art Unit 

2682 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 
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DETAILED ACTION 
Priority 

1 . Receipt is acknowledged of papers submitted under 35 

U.S.C. 1 19(a)-(d), which papers have been placed of record in the file. 

Information Disclosure Statement 

2. The IDS filed 07/06/01 , 06/06/03 have been considered and recorded 
in the file. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 
112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 12-14 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Regarding claims 12-14, the claims are method claims, which depend 
on apparatus claim 1. Therefore, claims 12-14 are indefinite. In the 
following art rejection, claims 12-14 are treated as apparatus claims. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1 , 4-6 and 14 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Tapperson (WO 96/1 2993). 

Regarding claim 1, Patterson teaches a field transmitter 76-82 (fig. 2A) for 
process automation having a control device 1 10 for data input and display, 
wherein the control device 1 10 is in the form of a separately portable unit 
(fig. 2A), and control device 110 and field transmitter 76-82 are linked by 
radio (fig. 2A), the radio link being limited to the local area surrounding the 
field transmitter 76-82 (page 12, 1-3). 

Regarding claim 4, Patterson as modified also teaches that an antenna 
connection 1 14 is provided on the housing of the field transmitter 76-82 (fig. 
2 of Patterson). 
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Regarding claim 5, Patterson also teaches that the field transmitter 76-82 is 
used for recording a process variable (page 9, 19-23). 

Regarding claim 6, Patterson also teaches that the field transmitter 76-82 is 
connected to a central control unit by means of a field bus (page 9, 7-30). 

Regarding claim 14, Patterson also teaches that the control device is used 
to make a status query for the purpose of predictive maintenance of the 
field transmitter (page 11, 4-9, and page 12, 29 through page 1 3, 3).. 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the 
basis for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes 
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that the subject matter of the various claims was commonly owned at the 
time any inventions covered therein were made absent any evidence to the 
contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point 
out the inventor and invention dates of each claim that was not commonly 
owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
9. Claims 2-3 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Patterson in view of Fillebrown et al. (US 
2004/0204041). 

Regarding claim 2, Patterson also teaches that the radio link can be 
different types of wireless link, see col. 12, 1-3. Patterson fails to teach that 
the radio link is effected on the basis of the Bluetooth standard. In the 
short-range communication, Fillebrown teaches that the wireless link can 
be Home RF, IEEE 802.11, Bluetooth. Therefore, it would be obvious to 
one of ordinary skill in the art at the time the invention was made to include 
the Bluetooth protocol of Fillebrown into the system of Patterson in order to 
use free communication channels without the cost of license. 
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Regarding claim 3, Patterson as modified also teaches that the field 
transmitter has a microprocessor P connected to a Bluetooth chipset SE, 
and wherein the control device B likewise has a microprocessor P1 which 
is connected to a corresponding Bluetooth chipset SE1 (each device 
includes microprocessor 205 and inherently connects to Bluetooth chip, 
see [0063] of Fillebrown. 

10. Claims 7, 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Patterson in view of Belanger et al. (US 5,875,186). 

Regarding claim 7, Patterson fails to teach that the data transmission rate 
between field transmitter and control device is approximately 1 Mbit/sec. 
The Bluetooth communication that uses IMS frequency bands with data 
transmission rate around 1 Mbit/sec is conventionally well known, as taught 
by Belanger in col. 34, 18-23). Therefore, it would be obvious to one of 
ordinary skill in the art at the time the invention was made to include the 1 
Mbit/sec as taught by Belanger to the system of Patterson in order to 
comply with the FCC regulation. 
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Regarding claim 10, Patterson as modified teaches that the control device 
is a portable handheld appliance, see Patterson in page 10, 24. 

1 1 . Claims 8-9, 1 1 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Patterson in view of Belanger et al. (US 5,875,186) as 
applied to claim 7 above and further in view of Fillebrown. 

Regarding claims 8-9, Patterson as modified fails to teach that the control 
device B is a portable computer or a palmtop. Fillerbrown teaches that a 
control device can be a portable computer or a palmtop. Therefore, it would 
be obvious to one of ordinary skill in the art at the time the invention was 
made to provide the laptop or palmtop computer to the system of Patterson 
in order to achieve more functions in the control device. 

Regarding claim 1 1 , Patterson as modified also teaches that the control 
device is a portable radio telephone, see Fillebrown in [004O]. 
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12. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable 
over Patterson in view of Hayes et al. (US 5,974,312). 

Regarding claim 12, Patterson fails to teach that the control device is used 
to transmit software changes to the field transmitter. Hayes teaches that 
software can be changed in short range communication, see col. 2, 56-63 
and col. 4, 19-23. Therefore, it would be obvious to one of ordinary skill in 
the art at the time the invention was made to provide the teaching of Hayes 
to the system of Patterson in order to modify the operation of the devices 
without the cost of replacing hardware. 

13. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable 
over Patterson in view of Shimizu et al. (US 5,103,409). 

Regarding claim 13, Patterson fails to teach that the control device is used 
to initiate a recurrent test on the field transmitter. Shimizu teaches that a 
control device is used initiate a recurrent test on the field transmitter (col. 2, 
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8-25). Therefore, it would be obvious to one of ordinary skill in the art at the 
time the invention was made to provide the teaching of Shimizu to the 
system of Patterson in order to store the result of the self-diagnosis without 
a backup power source, and for managing the results of the self-diagnosis. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to LEE NGUYEN whose telephone 
number is (703)-308-5249. The examiner can normally be reached on 8:00 
AM - 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, VIVIAN CHIN can be reached on (703) 308-6739. 
The fax phone number for the organization where this application or 
proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-21 7-91 97 (toll-free). A 
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